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DETAILED ACTION 
Continued Examination Under 37 CFR 1,114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 20-Janaury-2006 has been entered. 

2. The amendment filed on 20-Janaury-2006 has been received and entered. Claims 3, 16, 
and 20 have been cancelled. Therefore, claims 1,2,4-15,17-19 and 21-32 are now pending. 

Claim Objections 

3. Claims 1, 15, 26, 29, 31, and 32 are objected to because of the following informalities: 

Claim 1, line 8, recite "can be used" is indirect, suggest optionally, and passive which 
renders any recitation claimed after not be given patentable weight. It does not actually have to 
take place. Therefore giving little meaning to receiving an access request without actually 
performing it. 

Claim 15, line 8, recite "using the ELVID to assure" which constitute intended use and 
does not carry patentable weight since it never has to occur. Claim should be amended to recite 
more firm and positive language (i.e. "is" or "that" or "wherein"). 
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Claim 15, line 10, recite "usable to access" which constitute intended use and does not 
carry patentable weight since accessing never has to occur. Claim should be amended to recite 
more firm and positive language (i.e. "is" or "that" or "wherein"). 

Since there's more than one intended use, the entire step of assurance hence accessing 
does not ever have to happen. Appropriate correction is required. 

Claim 26, line 8, recite "usable to access" which constitute intended use and does not 
carry patentable weight since accessing never has to occur. Claim should be amended to recite 
more firm and positive language (i.e. "is" or "that" or "wherein"). 

Claim 29, line 9, recite "usable to access" which constitute intended use and does not 
carry patentable weight since accessing never has to occur. Claim should be amended to recite 
more firm and positive language (i.e. "is" or "that" or "wherein"). 

Claim 31, line 12, recite "usable to access" which constitute intended use and does not 
carry patentable weight since accessing never has to occur. Claim should be amended to recite 
more firm and positive language (i.e. "is" or "thaf or "wherein"). 

Claim 32, line 8, recite "usable to access" which constitute intended use and does not 
carry patentable weight since accessing never has to occur. Claim should be amended to recite 
more firm and positive language (i.e. "is" or "thaf or "wherein"). 
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Claim 32, recite "means for verifying" without having any previous and/or another 
mention of "means" recitation at ail in this claim or the preceding claim of which it depends. The 
recitation should be deleted or amended to confirm with MPEP. Appropriate correction is 
required. See MPEP 2164.08(a) Single Means Claim stating: 

A single means claim, i.e., where a means recitation does not appear in combination with 
another recited element of means, is subject to an undue breadth rejection under 35 
U.S.C. 1 12, first paragraph. In re Hyatt, 708 F.2d 712, 714-715, 218 USPQ 195, 197 
(Fed. Cir. 1983) (A single means claim which covered every conceivable means for achieving 
the stated purpose was held nonenabling for the scope of the claim because the specification 
disclosed at most only those means known to the inventor.). When claims depend on a recited 
property, a fact situation comparable to Hyatt is possible, where the claim covers every 
conceivable structure (means) for achieving the stated property (result) while the specification 
discloses at most only those known to the inventor. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 1, 15, and 31-32 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non- statutory subject matter. 
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Claims 1,15, and 31-32 are not statutory because they merely recite a number of 
computing steps without producing any tangible result and/or being limited to a practical 
application. The use of a computer has not been indicated. 

These claims do not indicate use of hardware on which the software runs to perform the 
steps recited in the body of the claim. Software or program can be stored on a medium and/or 
executed by a computer. In other words the software must be computer-readable. Furthermore, 
there is no hardware or storage tied to the claimed steps in order to realize their fixnctionality. 
Claim 1, for example; merely recite the step of "accessing from a host computer" and not 
performing the method steps using the computer. Moreover, claim 1 makes no indication of the 
actual "request" being stored in hardware. 

Similarly, hidependent claims 15, 31, and 32 have no tangible embodiment or hardware 
tied to the claim limitations in order to realize their fimctionality. A mere recitation of a 
computer but never using the computer to process, execute, or store the steps of the claim is not 
sufficient. 

Claims should be amended to recite computer/hardware and tangible output tied to the 
claimed limitations in order to realize their fimctionality. 

6. Claims 26, 27, and 29-32 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Claims 5, 9, and 20 are not statutory because they 
merely recite a number of computing steps without producing any tangible result and/or being 
limited to a practical application (see MPEP 2106 IV.B.2.(b)). The definitions given in the 
specification for a system is broad enough so as to not include a practical application within the 



Application/Control Number: 09/605.553 Page 6 

Art Unit: 2165 

technological arts, and no tangible result is produced in the claims. The claims should entail 
transformation of article or material to a different state or thing with final results achieved 
"useful, tangible, and concrete". The claims should be amended so that some kind of output is 
required and/or so a tangible result is produced. 

hi claim 26, there is no indication of real world result/out put to the "being usable to 
access" step appearing to take place. The actual accessing and displaying or presenting or 
showing the result is missing. 

Claim 27, similarly, does not show real world result or tangible concrete output to the 
"being usable to access the correct" step. There's no resuU to the verifying step. 

Claims 29-32, similarly, does not produce real world out or tangible concrete results to 
the "verifying" step claimed. 

7. Claims 27 and 29 preamble recite "storage system for" the limitations following the 
phrase ''for'' describes only intended use but not necessarily required functionality of the claim. 
Limitations following the phrase 'for'^ do not carry patentable weight, which cause the claims to 
appear as a series of non-functional descriptive material/data without any functional relation with 
each other. Applicant is required to amend the claims so that the claim limitations are recited in 
a definite form. 

In claim 27, "an input for receiving". . . " a storage medium to store" and "ELVID 
verifier" do not have to functionally to be tied to together in a storage system. They do not have 
to be used in an enterprise and do not have to be used to perform the stated functionality. They 
do not have to actually take place. A claim must be directed to a series of steps preformed in a 
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computer or computer implemented or contains positive recitation such as "is" or "that" or "a 
storage system in an enterprise" 

Similarly claim 29 have the same deficiency. Correction is required. 

Allowable Subject Matter 

8. Claims 1,2,4-15,17-19 and 21-32 would be allowable if rewritten or amended to 
overcome the objections and rejection(s) under 35 U.S.C. 101, set forth in this Office action. 

Response to Arguments 

9. Applicant's arguments with respect to claims 1 ,2,4-1 5, 1 7- 1 9 and 2 1 -32 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Sanada et al. (U.S. Patent No. 6,523,096 B2) teaches registration table and password 
authentication in storage management. 

Blumenau et al. (U.S. Patent No. 6,839,747 Bl) teaches user interface for storage volume 
management. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neveen Abel-Jahl whose telephone number is 571-272-4074. 
The examiner can normally be reached on 8:30AM-5: 30PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Gaffm can be reached on 571-272-4146. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Neveen Abel-Jalil 
March 16, 2006 



